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Dear Sir, 



MAY 151978 


We thank you for your telex of May 10th confirming that we 
should file this Application in the European Patent Office and we are 
proceeding on this basis® 

The EPO has, however, made available a Pre-Classification 
Service whereby advice can be obtained as to whether a given application 
will or will not be examined and we have taken the opportunity of filing 
a request fo 35 this advice® We will let you know the result of this enquiry 
although it may well be that we do not hear early enough to affect our 
decision on European filing® However, if we file in the EPO but the 
Application is not examined we shall simply have to convert the Application 
into National Patent Applications at the examination stage, which is 
troublesome but has no serious disadvantage® 

Our view in the present case arises from two points on which the 
Guidelines do not provide a complete answer® In the first place, as 
regards examination, an application whose primary classification falls within 
a field being examined will be examined in its entirety notwithstanding the fact 
that a secondary classification may fall in a restricted field® In the present 
case organic compounds and processes for their preparation (apart from dyes, 
adhesives, petroleum products and various other special cases) are being 
examined from the beginning of the EPO, but insecticides are not going to 
be examined for the time being® Since all the claims in the present case 
relate to organic compounds or their preparation it is reasonable to assume 
that this will be the primary classification, but it is possible to take a 
different view. 

Moreover, it is usually desirable, where a claim is made to a 
compound having a specific utility, to include a claim to the use of the 
compound. We appreciate that under U.S. law this might be ascribable to 
a different inventor or combination of inventors but in European law the 
claim would be more appropriate in the same application® We have therefore 
added claims of .this kind to the specification sent for advice and a copy of 
the added claims is enclosed® 

Secondly, there may be a unity of invention problem if the process 
claim covers a broader group of compounds than the claim to the compounds per se® 
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Arthur I Q Palmer, Jr 0/ Esq 0 , 
Philip Morris Incorporated. 


Product and process claims are allowed in the same application if the 
process is "specifically adapted for the manufacture" of the product. 

The Guidelines are not clear as to the position where the process 
although if adopted in this way can nevertheless lead to products 
outside the scope of the product claim* Nevertheless, since 
independent product and process claims are permitted there is no 
necessity in the initial stages to restrict the process claim arbitrarily 
and we shall await with interest the reaction of the Examiner. 

We are sending you under cover of a separate letter authorisation 
forms for Great Britain and for the European Patent Office 0 


Ends: 


Yours faithfully. 
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